REMARKS 

Claims 23, 24, 28, 30, 37 5 and 38 have been amended, and claims 55, 56, 57, 58, 
59, 60, 61, 62, 63, 64, and 65 have been added by this Response. Thus, Claims 19 
through 39 and 55 through 65 are pending in the application. Support for the 
Amendments may be found throughout the specification of the instant application. 
Applicant hereby requests further examination and reconsideration of the application in 
view of the following remarks. 

Claim Rejection - 35 U.S.C. §112 

The Patent Office rejected claims 20, 29, and 33-34 under 35 U.S.C. §112, first 
paragraph, as failing to comply with the written description requirement. Particularly, the 
Patent Office stated, [c]laims directed to the virtual product source is a network or a 
website on a network is unsupported by the original specification. The Applicant 
respectfully disagrees. 

The present application discloses, "[o]riginal content 101 may comprise moving 
content from ... streaming video on a network" (Specification Pg. 3, lines 7-8). Further, 
the present application discloses an exemplary system for enabling the present invention 
as including, "[s]ystem controller 812 controls PCI (Peripheral Component Interconnect) 
bus 820, a local bus for system 800 that provides a high-speed data path between 
processor 802 and various peripheral devices, such as video, disk, network, etc." 
(Specification Pg. 8, lines 16-18). Additionally, the present application discloses that the 
exemplary system, "is connectable to a computer network such as the Internet". 
(Specification Pg. 9, lines 24-25). Implicit in a connection to a network, as disclosed by 
the present invention, is the ability to access the resources available through such a 
network. It is commonly understood that the Internet provides access, through websites, 
to a large number of resources. Thus, the original specification supports claims 20, 29, 
and 33-34, directed to the virtual product source as a network or a website on a network. 
The Applicant respectfully requests withdrawal of the present rejection and allowance of 
the claims. 
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Claim Rejection - 35 U.S. C §102 or §103 

The Patent Office rejected claims 19-39 under 35 U.S.C. §102(e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Ebisawa, patent number 
5,946,664 (hereinafter "Ebisawa"). With respect to claims 19 through 39, anticipation 
requires the disclosure in a single prior art reference of each element of the claim under 
consideration. W.L. Gore & Assocs. v. Garlock, 721 F.2d 1540, 220 USPQ 303 (Fed. 
Cir. 1983), cert, denied, 469 U.S. 851 (1984). Further, "anticipation requires the 
presence in a single prior art reference disclosure of each and every element of the 
claimed invention, arranged as in the claim." Lindemann Maschinenfabrik BmbH v. 
American Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 481, 485 (Fed. Cir. 1982) 
(citing Connellv. Sears, Roebuck & Co., 722 F.2d 1542, 220 USPQ 193 (Fed. Cir. 1984)) 
(emphasis added). Similarly, to establish prima facie obviousness of a claimed invention, 
all the claim limitations must be taught or suggested by the prior art. In re Ryoka, 180 
U.S.P.Q. 580 (C.C.P.A. 1974). See also In re Wilson, 165 U.S.P.Q. 494 (C.C.P.A. 1970). 

The Ebisawa reference fails to disclose, teach, or suggest the "system of replacing 
commercial items in moving content with other items" (Specification Pg. 8, Lines 6-7) 
(empahasis added) as it has been defined in the claims of the instant application. The 
Ebisawa reference is directed only to the replacement of advertisements on a billboard 
(Figs 1 A and IB) or on a tee shirt (Figs 2 A and 2B) as stated by the Ebisawa reference as 
follows: 

Referring now to the drawings, FIGS. 1A and IB are pictorial 
representations of an auto racing game in which a commercial 
advertisement "A" is displayed on a billboard in FIG. 1A and a different 
commercial advertisement "B" is displayed on the billboard as shown in 
FIG. IB. similarly, FIGS. 2A and 2B are pictorial representations of 
another "scene" of the auto racing program in which commercial 
advertisements "C" and "D", respectively, are displayed on the clothing of 
the racing car driver. As seen from both set of FIGS. 1 A and IB and 
FIGS. 2 A and 2B, advertisements "A" and "B" are displayed in the same 
scene of the autor racing program (of course, at different times) and 
advertisements "C" and "D" also are displayed in the same scene of the 
auto racing program. 

(Ebisawa Col. 3, Lines 21-34) (emphasis added). Thus, while the Ebisawa 
reference teaches the replacement of advertising, Ebisawa fails to disclose, teach, or 
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suggest, replacing commercial items within a moving content source as provided by the 

present invention. Examples are provided on pages 1 through 13 of the instant 

application where a commercial item is replaced in a moving content source. 

Specifically, the instant application provides the following: 

Exemplary of the present invention, referring now to FIG. 7, suppose that 
scene 701 is a portion of a valuable moving content 700, such as a popular 
motion picture or video game. Suppose further that, contextually, can 703 
is a can of beer. The identity of the brand of beer can 703 has a value as 
product placement within the moving content 700... According to the 
teaching of the present invention, however, the brand identity of beer can 
703 may be modified to suit various business needs. 

(Specification Pg. 8, Lines 19-23 and 25-27). Thus, the present invention enables the 
replacement of commercial items (i.e., consumer products), such as the beer can in the 
present example, within various moving contents. It is further disclosed by the instant 
application: 

As the scene vantage point and the position of an object in moving content 
change over time, calculations and operations to update the display and 
sound are performed and executed so as to render the object properly in 
the scene. 

(Specification Pg. 7, Lines 2-5). Thus, the present invention may enable the object (i.e., 
commercial item) within the moving content as an interactive object. "Referring now to 
FIG. 5, a representative scene 501 may comprise a composition of an actor holding a can 
502," (Specification Pg. 7, Lines 6-7), whereby the can may be easily replaced, utilizing 
the virtual product placement enablement of the present invention, providing a variety of 
compositions where the actor is engaged with a variety of cans. In contrast, the Ebisawa 
reference, simply replaces advertisement and does not disclose, teach, or suggest enabling 
virtual product placement within a source content as disclosed by the instant application. 

The Ebisawa reference limits its disclosure to the replacement of advertisements 
within game programs executable on a gaming system. However, nowhere in the 
Ebisawa reference is it disclosed, taught, or suggested that the virtual product may be 
various commercial items as disclosed by the instant application. The various 
commercial items, as exemplified by the beer can that is shown and described in FIG. 7, 
may comprise a variety of consumer products, u [s]imply put, the present invention 
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comprises a system of replacing commercial items in moving content with other items. 
Such virtual product placement enables new and useful ways of doing business related 
thereto." (Specification Pg. 8, Lines 7-9). Thus, the failure of the Ebisawa reference to 
disclose, teach, or suggest the claimed invention as defined by the claims of the present 
application requires its withdrawal as a basis of rejection. 

As the Office is aware, obviousness cannot be established by combining the 
teaching of the prior art to produce the claimed invention, absent some teaching or 
suggestion supporting the combination. Under section 103, teachings of references can 
be combined only if there is some suggestion or incentive to do so. ACS Hosp. Sys., Inc. 
v. Montefwre Hosp., 732 F.2d 1572, 221 USPQ 929 (Fed. Cir. 1984). Thus, the Office 
may not use the patent application as a basis for the motivation to combine or modify the 
prior art to arrive at the claimed invention. 

The mere fact that the prior art may be modified in the manner 
suggested by the Examiner does not make the modification 
obvious unless the prior art suggested the desirability of the 

modification It is impermissible to use the claimed invention 

as an instruction manual or 'template' to piece together the 
teachings of the prior art so that the claimed invention is rendered 
obvious. This court has previously stated that "[o]ne cannot use 
hindsight reconstruction to pick and choose among isolated 
disclosures in the prior art to deprecate the claimed invention." In 
re Oetiker, 977 F.2d 1443, 24 USPQ 2d 1443 (Fed. Cir. 1992) 
quoting In re Fine, 837 F.2d 1071, 1075, 5 USPQ 2d 1596, 1600 
(Fed. Cir. 1988). 

In the present case, the Office has selected portions from only the Ebisawa 
reference to arrive at the present invention and the reference does not supply motivation 
for modifying the invention it claims to provide the invention claimed in the present 
invention. Since the reference does not supply the desirability of the modification, it is 
respectfully submitted that a prima facie case of obviousness has not been established. 

As the Office is well aware, Applicants are required to seasonably challenge 
statements by the Office that are not supported on the record. M.P.E.P. §2144.03. 
Further, it is noted that "Official Notice" is to be limited to instances where the facts are 
"capable of instant and unquestionable demonstration as being well-known". M.P.E.P. 
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§2144.03. This is not the present situation. First, in accordance with M.P.E.P. §904 it is 
presumed that a full search was conducted and this search is indicative of the prior art. 
The Ebisawa reference fails to disclose, teach, or suggest the present invention, for the 
reasons stated above. The search failed to disclose a reference which would teach or 
suggest modifying the Ebisawa reference to achieve the present invention. The Office's 
assertions that it would have been obvious to use a virtual product and place the virtual 
product within the moving media through use of a paint process, as disclosed in instant 
application, in Ebisawa also fails for the reasons stated above. Consequently, the search 
revealed that the asserted substitution is not well-known and therefore is not entitled to be 
relied upon in order to reject the present claimed invention. If the Office is unable to 
provide such a reference, and is relying on facts based on personal knowledge, 
Applicants hereby request that such facts be set forth in an affidavit from the Examiner 
under 37 C.F.R. 1.104(d)(2). Absent substantiation by the Examiner, it is respectfully 
requested that the rejection under 35 U.S.C. § 103 be withdrawn. 

Thus, the Applicant respectfully submits that a prima facie case of anticipation 
and/or obviousness has not been established and requests the withdrawal of the present 
rejections and allowance of the claims. 

Claims 20-25 are believed to be allowable based on dependence from allowable 
independent claim 19. Claims 27-32 are believed to be allowable based on dependence 
from allowable independent claim 26. Claims 34-39 are believed to be allowable based 
on dependence from allowable independent claim 33. 
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CONCLUSION 



In light of the forgoing, reconsideration and allowance of the claims is earnestly 
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